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TRANSMITTAL OF BOARD DECISION IN RELATED PROCEEDING 

Sin 

The Appeal Brief in the above referenced application was submitted on September 24, 2004. 
Since that time, the Board of Patent and Appeals and Interferences has rendered a decision in one of 
the cases referenced in Paragraph 2, Related Appeals and Interferences. In application Ser. No. 
09/590,861, the Board has remanded the application to the examiner, with the comment that "the 
issues raised in the present rejection are based upon a new interpretation or application of the 
existing patent law and the rejection should be reviewed according to the procedure set forth in this 
.section [Section 1208, Rev. 2, May 2004] of the MPEP," Appeal No. 2004-1830, Remand to the 
Examiner, April 28, 2004, p. 3 

Applicant believes the Board's opinion in this related case is relevant to the present appeal, 
and therefore submits herewith a complete copy of the opinion for consideration in this case. 
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' The opinion in support of the decision being entered today was jj>t written 
for publication and is not binding precedent of the Board 

UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
1 AND INTERFERENCES 



Ex parte EVERETTE W. BRANDT 



Appeal No. 2004-1830 
Application No. 09/590,861 



MAILED 

APR 2 8 2005 

ILS. PATENT AND TRADEMARK OFFICE 
BOARD OF PATENT APPEALS : 
AND INTERFERENCES 



HEARD: March 8, 2005 



Before WILLIAM F. SMITH, SCHEINER, and ADAMS, Mmlnis LrRtive Patent Judqes . 
' WILLIAM F. SMITH, Administrative Patent Judg e. 

RFMAND TO THF EXAMINER 

i 

Having heard oral argument on March 8, 2005, and taking the appeal under 
advisement, we have determined that this case is not in condition for a decision on . 
appeaL Accordingly, we remand the case to the examiner to consider the issues raised 
below and take appropriate action. 

Background 

This plant patent application describes a nectarine tree denominated "DN-02." 
According to appellant, DN-02 is "distinguishable from other nectarine varieties by the 
unique flattened shape of its fruit" Specification, page 1 . 
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Figures 1-5 of the application are stated to respectively show a representative 
fruit, the flesh of a representative fruit, the stone of a representative fruit, a 
representative branch and a representative limb of DN-02. Id, DN-02 is stated to be a 
limb sport mutation from a peento-type peach . .. tree of unknown origin, and was 
found in a cultivated orchard near Parker, Washington " IsL 

Appellant provides a botenicaTdescriptioh-bf DN-02 on pages-2-5 of the - 

' specification which is stated to be based on observations made in Parker, Washington, 
U S A ]£. page 2. Appellant indicates that, since the botanical description resulted 
from the ecological conditions that existed in the area of Parker, Washington, U.S A, 
where DN-02 was grown and tested, it is to be expected that variations of the described 
characteristics may occur if DN-02 is grown in areas under different climatic conditions, 
soil types and/or varying cultural practices, ii, pages. 5-6. 

The present claim stands rejected under 35 U.S.C. .§ 1 12, first and second 
paragraphs. Examiner's Answer, page 4. The examiner lists specific concerns in 
regard to how the specification describes DN-02 as items A - U on pages 4-7 of the 

. Examiner's Answer. 

In response, appellants do not directly respond to any of the specific points A - U 
set forth in the Examiner's Answer. Rather, the position taken by appellant in the 
Appeal Brief 1 is that the specification is reasonably complete and meets the 
requirements of the statute. See, e^, Appeal Brief, page 3. 



1 Reference 

21. 



■to the "Appeal Brief in this opinion is to the "Supplemental Appeal Brief," Paper No 
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♦ 

Finally, we note the claim in this plant patent application is not rejected on prior 
art grounds, 

Remand 

The of Patent E -mininn Procedure (MPEP) § 1208, (Rev. 2, May 2004), 

provides: 

If an examiner's answer is believed to contain a -hew rnferpretation 
Duplication of the existing patent law, the exa miner" s answer 
aool^ation file and an explanatory memorandum should be forwarded to 
^IS^fcrconridLllon. See MPEP § 1003. If approved by ft. 
TC Director, the examiner's answer should be forwarded to the OfRceo 
the Deputy Commissioner for Patent Examination Policy for final approval. 

In our view, the issues raised in the present rejection are based upon a new 

interpretation or application of the existing patent iaw and the rejection should be 

reviewed according to the procedure set forth in this section of the MPEP. 

35 U.S.C. § 162 (Rev. 2, May 2004) states in relevant part: 

No plant patent shall be declared invalid for non-compliance with 
section 1 12 of this title if the description is as complete as is reasonably 
possible. 

37'tFR § 1.163(a) (July 2004) sets forth how a plant should be described 
in the specification of a plant patent application as follows: 

(a) The specification must contain as full and o^pjetea 
disclosure as possible of the plant and the characteristics thereof that 
' d stinguish the same over related known varieties, and .ts antecedents 
and must particularly point out where and in what manner the vanety of 
plant has been asexually reproduced. For a newly found plant the 
specification must particularly point out the location and character of the 
area where the plant was discovered. 

Section 1 62 of the Code only requires that the plant be described in the 
specification "as complete as is reasonably possible" in order to comply with § 1 12. 
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Rule 163 appears to be more restrictive than the statute in that the m\e requires the 
specification contain "as full and complete a disclosure as possible of the piant and the 
characteristics thereof that distinguish the same over related known varieties, and its 
antecedents . . .." The tenor of Rule 163(a) is that the description of the plant in the 
specification must be sufficient so that the claimed plant can be distinguished from 
other known varieties and the claimed plants antecedents. ' ; 
Here, the description of DN-02 in the specification appears to have been 
" sufficient for the examiner to compare DN-02 to prior art nectarine trees and determine 
the DN-02 is free of the prior art since the examiner has not specifically tied any of 
points MJ to an inability to compare DN-02 to the prior art and has not applied a prior 
art rejection. Rather, the examiner's concern appears to be directed to future events 
such as examination of plant patent applications directed to other nectarine trees and 
being able to distinguish those future trees from DN-02. For example, the examiner 
states "[a]s the list of issued plant patent grows, complete and concise descriptions are 
needed to aid in examining future plant patent applications. " Examiner's Answer, page 

9. 

This aspect of the examiner's position appears to be a new interpretation of the 
patent laws in that the examiner has not cited any authority in support of the proposition 
that theidescription of a plant in a plant patent application must be sufficiently complete 
and concise so that the description is an aid in examining future piant patent 
applications as opposed to describing the new plant in such a manner that the 
patentability of the plant under review can be determined. 
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Another aspect of the examiner's position that should be reviewed upon return of 
the application is the potential that this new standard of description for a plant patent 
may become arbitrary. While in no way suggesting the examiner in this application was 
arbitrary, we note the final rejection of this application (Paper No. 15) lists points A - K 
as reasons in support of the rejection.. Final Rejection, pages 2-3.. Upon filing a first 
Appeal Brief (Paper No. 17, January 13, 2003), the examiner reopened- prosecution, and- 
expanded the reasons why the specification of this plant patent application was 
purportedly deficient. As seen from the Examiner's Answer, the examiner now relies 
upon points A - U. It may be that focusing on the description of a plant in a plant patent 
application for the purpose of completeness to compare the claimed plant to possible 
future plants can become a never ending, process with an applicant meeting an 
examiner's request for more descriptors oniy to be met with a new list of concerns. 

The examiner has made of record four plant patents directed to nectarine trees. 2 
A review of these four plant patents reveals that the individual nectarine trees are 
described in a variety of ways and there is no one set way in which a nectarine tree 
must be described in order for an examiner to determine whether it distinguishes from 
prior art tftes and the claimed trees antecedents. At oral argument, counsel indicated 
there is an international standard for describing plants. However, the briefing in this 
case makes no reference to such a standard so we are not in a position to review or 
comment upon such a standard. 



2 Marshall 8. 570 Feb 1,1994 

EsSnde 9 - 107 Apr. 18. 1995 

Bradford et al. (Bradford '695) 1 1,695 Dec. 12, 2Q0Q 

Bradford etaf. (Bradford 711) 11.711 Dec. 19. 200Q 
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A review of the case law is not helpful in this situation. The one case we are 
aware of directed to sufficiency of disclosure of plant patent applications, In re Greer , 
484 F.2d488, 179 USPQ 301 (CCPA 1 973), was focused on whether the specification 

t. 

of that plant patent application provided a sufficient description of the claimed Bermuda 

grass plant such that a meaningful comparison with prior art plants could be made. In 

that, case, the PTO submitted the application to the Department of Agriculture for ~ — 

evaluation of the assertions made that the claimed Bermuda grass was a distinct and 

new variety of plant As reported in Greer, the Department of Agriculture's report stated 

that Tflhe description of the claimed grass is not adequate to determine if it differs from 

other named bermudagrasses." Id\ at 490, 1 79 USPQ at 303 The court stated in 

considering the disclosure requirements of 35 U.S.C. § 162: 

Nevertheless, we do not agree that it was contemplated by 
Congress that its incorporation into R.S. 4888 of the matter which is the 
statutory predecessor to § 162 would operate to allow an applicant to 
allege characteristics which might be capable of distinguishing one vanety 
of plant from another without sufficient disclosure to establish that these 
characteristics are indeed present in the-claimed plant and absent in the 
varieties to which it is most closely related In fact, the portion of the 
legislative history relied upon by the board makes it clear that the 
' applicant bears the burden of clearly and precisely descnbing those 
characteristics which define the new variety. 

14 at 491 , 1 79 USPQ at 303. The court then concluded that "it is incumbent upon the 
' applicant to provide information of such a character that a meaningful comparison can 
be made." \& The comparison referenced was with prior art plants, not plants that 
may be claimed in future plant patent applications. 

Another point that should be considered upon return of this application is 
whether the examiner's concerns in regard to the description of DN-02 in the 
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specification are better addressed by way of,an objection to the specification which 
would be reviewable by petition under 37 CFR § 1.181 instead of a rejection of the 
claim and an appeal as has occurred. Since the description of DN4)2 supplied by 
appellant to date is adequate for the examiner to examine the merits of the claimed 
nectarine tree and determine that it is free of the prior art, we do not have the situation 
that occurred in In re Greer . Rather, the examiner's concerns regarding future events 
and whether the description fo DN-02 is adequate to distinguish DN-02 from future 
nectarine trees appear to be more of a policy question rather than a merits question 
that woiild be more readily addressed by way of an objection to the specification which 
a dissatisfied applicant may have reviewed by way of petition.. See In re Henqehold , 

✓ 

440 F.2d 1395, 1404, 169 USPQ 473, 479 (CCPA 1971) (Not every adverse decision 

by an examiner is "perforce reviewable by the [Board] There are a host of various kind 

of decisions an examiner makes in the examination proceeding-mostly matters of a 
- discretionary, procedural or nonsubstantive nature-which have not been and are not 
now appealable to the board or to this court when they are not directly connected with 
the merits of issues involving rejection of claims, but traditionally have been settled by 

petition to the [Director]."). 

Finally, another reason why the examiner's position should be reviewed in 
accordance with the procedure set forth above in MPEP 1 208 is appellant's statement 
at page 2 of the Appeal Brief that "the issue in-this case.,. is relevant to many pending 
plant -patent applications that have been rejected on the same grounds as the present 
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case 



" Such wide ranging issues of first impression should be reviewed as indicated in 



MPEP.,1208. 



REMANDED 



/illiam PvSmiJJv 



Willi 

Administrative Patent Judge 

^ Toni R. Scheiner 

Administrative Patent Judge 





Donald E. Adams 
Administrative Patent Judge 
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